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Opi nion by Hairston, Adm nistrative Trademark Judge:

The Board, in a decision dated March 31, 2004,
di sm ssed the opposition of Sharp Kabushi ki Kaisha a/t/a
Sharp Corporation to ThinkSharp Inc.’s application to
regi ster the mark THI NKSHARP for “conputer software for use
as education prograns in the fields of problemsolving and

critical thinking, pre-recorded videocassette tapes
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featuring education prograns in the field of problem solving
and critical thinking; and CD-ROVS contai ni ng education
progranms” in class 16; and “educational services, nanely
provi di ng i nformation, conducting educational sem nars and
distributing education materials via classroominstruction,
the gl obal conputer information network and satellite
transm ssion, in the fields of problemsolving and critical
thinking” in class 41.

The Board found that applicant’s mark TH NKSHARP f or
the identified goods was not likely to cause confusion with
opposer’s previously used and regi stered mark SHARP for
conputers, videocassette players and CD-ROM pl ayers. In
addition, the Board found that opposer did not properly
plead a claimof dilution because opposer failed to plead
that its SHARP mark had becone fanmopus prior to applicant’s
use of its mark. Further, the Board found that opposer
failed to tinmely raise a claimof res judicata based on a
prior opposition between the parties.

Opposer has filed a tinely notion for reconsideration
of the Board' s decision; applicant has filed a brief in
opposition thereto and opposer has filed a reply brief.?

We turn first to the Board s finding that opposer first

! The Board notes that the time for applicant to file a brief and
the time for opposer to file a reply brief were extended pursuant
to the parties’ stipulation.
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raised the claimof res judicata in its brief on the case,
and thus the claimis untinely. Opposer maintains that the
Board’'s finding is in error and that opposer first raised
the claimof res judicata in its notice of reliance.

Opposer has submtted a copy of a cover letter that
acconpani ed opposer’s notice of reliance which identifies
the prior opposition (Opposition No. 91123480) and incl udes
a statenent that “[o] pposer is relying on this judgnment for
its res judicata and/or collateral estoppel effect or its
ot her legal/equitable effect upon the proceedi ngs and i ssues
in this Opposition No. [91118745]."%

| nasnmuch as applicant did not object to opposer’s
i ntroduction of the judgnment in Opposition No. 911234480 and
opposer’s cover letter clearly states that the judgnent was
being offered in support of its res judicata claim we
consider the claimto have been tried by the inplied consent
of applicant. Fed. R CGv. P. 15(b).?3

Opposer argues that registration of applicant’s
i nvol ved application is barred by res judicata (claim

preclusion) in view of Opposition No. 91123480 involving the

2 As the result of an inadvertency, the cover |etter was

m spl aced at the Board and, thus, was not part of the record
reviewed at the time of the decision.

® The better practice woul d have been for opposer to nove for

| eave to anend the notice of opposition to assert that applicant
was barred from seeking registration of its mark by the prior

j udgnent .
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sane parties. (Opposition No. 91123480 involved applicant’s
application Serial No. 75721542 to register the mark

THI NKSHARP and desi gn for goods and services which are
identical to those in the application involved herein.
Applicant filed an abandonnment of that application prior to
trial; the oppostion was sustained and judgnent was entered
agai nst applicant pursuant to Trademark Rule 2.135. It is
opposer’s position that the judgnent in Qpposition No.
91123480 operates as res judicata herein because the marks
are virtually identical and the goods and services are the
same. Qpposer relies on MIler Brew ng Conpany v. Coy

I nternational Corporation, 230 USPQ 675 (TTAB 1986) wherein
the Board found that the doctrine of res judicata applied to
an applicant’s second mark because the second mark differed
fromthe first mark only insignificantly, and applicant had
abandoned the application for the first mark resulting in a

j udgnment against the applicant. The Board in MI|er Brew ng

Conpany at 678 stated that it “does not wish to encourage
| osing parties to insignificantly nodify their marks after
an adverse ruling and thereby avoid the res judicata effect
of the prior adjudication.”

Under the doctrine of res judicata or claimpreclusion,
the entry of a final judgnment on the nerits of a claimin a
proceedi ng serves to preclude the relitigation of the sane

claimin a subsequent proceedi ng between the parties or
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their privies, even in those cases where the prior judgnent
was the result of default. One of the purposes of res
judicata is to pronote judicial econony by preventing
repetitive litigation.

This case, however, differs fromMIller Brewing Co. V.
Coy International Corp. in that this is not a situation
where the applicant, after a judgnent had been entered
against it, adopted a second mark in an attenpt to avoid the
precl usive effect of a previous judgnent. The applicant
herei n began using both its TH NKSHARP (typed drawi ng form
and THI NKSHARP and design marks at the sane tinme and indeed
both applications were pending at the tine judgnment was
entered in Qpposition No. 91123480. Applicant did not file
its application to register the mark THI NKSHARP in typed
drawing formnerely as an attenpt to evade the preclusive
effect of the judgment entered against it in the application
to regi ster TH NKSHARP and design. Applicant was entitled
to decide if it wanted to pursue the registration of only
one of its marks, rather than defending two oppositions.

In view of the foregoing, we find that the doctrine of
res judicata (claimpreclusion) does not bar registration of
the invol ved application.

We turn next to opposer’s contention that the Board
erred in finding that it failed to properly plead a clai m of

dilution. Opposer argues that “it used notice pleading to
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properly set forth its dilution claim” (Brief, p. 5. W
are not persuaded by opposer’s contention. Were as here, a
party seeks to assert a claimof dilution against a use-
based application, the party alleging fane nust plead that
the mark had becone fanmous prior to the applicant’s use of
the mark. See Toro Co. v. ToroHead, Inc., 61 USPQ2d 1164
(TTAB 2001).*

Finally, opposer states that it requests
reconsi deration of the decision concerning |ikelihood of
confusion in order to preserve its rights on appeal .

Opposer has pointed to no specific findings which it
believes are in error. W adhere to our findings of fact
and concl usions of |law that the rel evant duPont factors
favor a finding of no likelihood of confusion herein.

In view of the foregoing, opposer’s request for
reconsideration is denied with respect to the Board’'s
finding that opposer failed to properly plead a claim of
dilution and the Board's finding of no |ikelihood of
confusion. The request for reconsideration is granted to

the extent that we have consi dered opposer’s claimof res

4 W note that opposer, in its brief, nade several references to
a likelihood of dilution. Nonetheless, as indicated, opposer
failed to properly plead such a claimand the claimwas not tried
by the express or inplied consent of applicant. W add that even
i f opposer had properly pled a claimof dilution, it did not
prove such claim See Toro Co. v. ToroHead, Inc., supra.
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judicata, but find that it is not well taken and the

opposition is dism ssed on this ground.



